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Office Action Summary 




Application No. 

10/748,582 



Examiner 



Applicant(s) 
LIU ET AL 



Art Unit 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRF •? mdwth/qi cd^m 
THE MAILING DATE OF THIS COMMUNICATION E " M0NTH < S ) FR0M 

earned patent term adjustment. See 37 CFR 1 704(b) commun.cat.on, even if timely filed, may reduce any 

Status 

1)03 Responsive to communication(s) filed on 18 October 2004 
2a)D This action is FINAL. 2 b)|g| This action is non-final 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

AM Claim(s) 1-7,10-16,19,20,23 and 74 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |£] Claim(s) 1.2.7.10-15.19 20 ?3»nH oa ig / QrQ ,^ rtrr) 

7) [X] Claim(s) 3-6 and 16 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 in T R h ePla T ent draWin9 Sh6et(S) indUdin9 C ° rreCti0n iS required if the drawi "9( s ) is ob i^ted to. See 37 CFR 1 121(d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C S 1 19(aWd) or m 
a)DAII b)Q Some *c)Q None of: 

1 •□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date 040204 . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 



1. Applicant's affirmed election of Group I invention, claims 1-7, 10-16, 19, 20, 23 
and 24 is acknowledged. Because applicant did not distinctly and specifically point out 
the supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 81 8.03(a)). Therefore, in view of lack of traversal to 
restriction requirement set forth from Response to Restriction Requirement, the 
restriction set forth by the examiner is deemed proper and is therefore made Final. 

2. In view of amendment filed October 1 8, 2004, the nonelected Group II invention, 
claims 8, 9, 17, 18, 21, 22, 25, 26 have been cancelled. Claims 1-7, 10-16, 19, 20, 23 
and 24 are pending. 



Claim Rejections - 35 USC §102 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

fSL™ In^r.!?" T S Pat6 ? ted ° r described in a P rin ted publication in this or a foreign country or in public 
States C ° U fy * m ° re th3n ° ne yeaf pri ° r *° ,he date of a PP |ication for P^ent in the United 
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4. Claims 1,2,7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Johnson et al. (US 6,620,759). 

The invention of claims 1, 2, 7 relates to a process comprising polymerizing, in 
the presence of a Group 8-10 metal complex and an activator, one of the monomer 

groups (a) through (f): 

(a) a vinyl monomer selected from the group consisting of vinyl aromatics, vinyl 
ethers, vinyl esters, and vinyl halides thereof; 

(b) a vinyl monomer selected from the group consisting of vinyl ethers, vinyl esters, 
and vinyl halides, and at least one olefin; 

(c) a hydroxy-functional monomer selected from the group consisting of hydroxyalkyl 
acrylates, hydroxyalkyl methacrylates, allylic alcohols, and alkoxylated allylic 
alcohols, and at least one alkyl or aryl acrylate or at least one alkyl or aryl 
methacrylate; 

(d) a hydroxy-functional monomer selected from the group consisting of hydroxyalkyl 
acrylates, hydroxyalkyl methacrylates, allylic alcohols, and alkoxylated allylic 
alcohols, at least one alkyl or aryl acrylate or at least one alkyl or aryl 
methacrylate, and at least one olefin; 

(e) a hydroxy-functional monomer selected from the group consisting of hydroxyalkyl 
acrylates, hydroxyalkyl methacrylates, allylic alcohols, and alkoxylated allylic 
alcohols, and at least one vinyl aromatic monomer; or 
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(f) a hydroxy-functional monomer selected from the group consisting of hydroxyalkyl 
acrylates, hydroxyalkyl methacrylates, allylic alcohols, and alkoxylated allylic 
alcohols, at least one vinyl aromatic monomer, and at least one olefin. 

Johnson et al. (col. 13, line 1 to col. 16, line 46) disclose a polymerization 
process which involves using a Group 8-10 metal complex and an activator. Johnson et 
al (col. 10, line 29-39) disclose that the process can be used to polymerize styrene and 
other olefins. Johnson et al. contain all the limitations of claims 1 , 2, 7. Claims 1 , 2, 7 
are anticipated. 



5. Claims 10-15, 19-20, 23, 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Johnson et al. (US 6,620,759) with Johnson et al. (US 6,174,975) 
incorporated as reference. 

The invention of claims 10-15 relates to a process which comprises 
polymerizing, in the presence of a Group 8-10 metal complex and an activator, e 
hydroxy-functional monomer selected from the group consisting of hydroxyalkyl 
acrylates, hydroxyalkyl methacrylates, allylic alcohols, and alkoxylated allylic 
alcohols, at least one alkyl or aryl acrylate or at least one alkyl or aryl 
methacrylate, optionally a vinyl aromatic monomer, and optionally a C 2 -i 0 a-olefin. 
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The invention of claims 19-20 relates to a process which comprises 
polymerizing, in the presence of a Group 8-10 metal complex and an activator, at 
least one vinyl ester and at least one C 2 .w a-olefin. 

The invention of claims 23, 24 relates to a process which comprises 
polymerizing, in the presence of a Group 8-10 metal complex and an activator, a 
hydroxy-functional monomer selected from the group consisting of hydroxyalkyl 
acrylates, hydroxyalkyl methacrylates, allylic alcohols, and alkoxylated allylic 
alcohols, at least one vinyl aromatic monomer, and optionally at least one C 2 . 10 a- 
olefin. 

Johnson et al. (US 6,620,759, col. 13, line 1 to col. 16, line 46) disclose a 
polymerization process which involves using a Group 8-10 metal complex and an 
activator. Johnson et al. (col. 10, line 29-39) disclose that the process can be used to 
polymerize styrene and other olefins. Johnson et al. (US 6,620,759, col. 1, line 52-53) 
disclose that the disclose process is for polymerizing olefins. Since olefins are any 
monomers comprising a polymerizable double bond, the disclosure to Johnson et al. 
generically includes all the monomer being claimed. Motivated by the expectation of 
success of using the disclosed catalyst for preparing a polyolefin, it would have been 
obvious to one of ordinary skill in art to appreciate that the teachings of Johnson et al. 
encompasses all compounds with a polymerizable double bond. Therefore, it would 
have been obvious to one of ordinary skill in art to use the process of Johnson et al. to 
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polymerize the readily commercially available monomers such as the monomers as 
claimed to obtain the invention of claims 10-15, 19-20, 23, 24. 

Regarding claims 23, 24, Johnson et al. (US 6,620,759, col. 10, line 29-39) 
clearly indicate incorporating the monomers teachings of Johnson et al. (US 6,174,975) 
into the teachings of Johnson et al. (US 6,620,759). Further, Johnson et al. (US 
6,174,975, col. 90, line 21 to col. 98, line 65) clearly teach using a mixture of olefinic 
type monomers which include an acrylic ester monomer for the disclosed polymerization 
process. 



Allowable Subject Matter 

6. Claims 3-6, 1 6 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. Johnson et al. are silent on a process 
comprising an isoindoline ligand. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K Cheung whose telephone number is (571) 
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272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




/illiam K. Cheung 
Primary Examiner 
November 23, 2004 
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